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REMARKS 

At the time of the Office Action dated January 10, 2005, claims 1-78 were pending. 
Applicant acknowledges, with appreciation, the Examiner's allowance of claims 25, 26, 29, 30, 
33, 34, 37, 38, 41, 42, 45, 46 and 49-78. Applicant also acknowledges, with appreciation, the 
Examiner's indication that claims 2, 6-9, 11,12, 15-17, 19-24, 27, 28, 39, 40, 47 and 48 would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

In this Amendment, claims 2-4, 6, 7, 11-15, 19, 22, 25, 26, 51-62 and 75-78 have been 
amended, claims 1, 5, 10, 18, 27-50 and 63-74 canceled, and new claim 79 added. Care has been 
exercised to avoid the introduction of new matter. Specifically, claims 2-4, 6, 7, 1 1-15, 19, 22, 
55, 56, 59, 60, 75 and 76 have been amended to be in independent form based on their base 
claims. Claims 57, 61 and 77 have been amended to be in independent form based on claim 53, 
in which the limitation "clock generation circuit" in claim 53 has been replaced with that recited 
in allowed claim 25. Claims 58, 62 and 78 have also been amended to be in independent form 
based on claim 54, in which the limitation "clock generation circuit" in claim 54 has been 
replaced with that recited in allowed claim 26. New claim 79 has been prepared to combine 
claim 10 and allowable claim 19. In addition, the specification has been amended to correct a 
minor error. 

Claim Objections. 

Claims 2, 10, 25, 26 and 51-54 have been objected to because of informalities. In 
response. Applicant has amended those claims in a manner suggested by the Examiner. Please 
note that although claim 10 has been canceled, amended claims 11-15 and new claim 79 
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including the limitations recited in claim 10 have been prepared based on the Examiner's 
suggestion. Withdrawal of this objection is respectfully solicited. 

Claims 1, 3-5, 10, 13, 14, 18, 31, 32, 35, 36, 43 and 44 have been rejected under 35 
U.S.C. §102(e) as being anticipated by Yen. 

In the statement of the rejection, the Examiner asserted that Yen discloses a spread- 
spectrum clock buffer/driver identically corresponding to what is claimed. This rejection is 
respectfully traversed. Please note that the rejection of claims 1, 5, 10, 18, 31, 32, 35, 36, 43 and 
44 has been rendered moot by cancellation of those claims. 

It is well established precedent that the factual determination of lack of novelty under 35 
U.S.C. §102 requires the identical disclosure in a single reference of each element of the claimed 
invention, such that the identically claimed invention is placed into the possession of one having 
ordinary skill in the art. See EMI Group K Am,, Inc. v. Cypress Semiconductor Corp., 268 F.3d 
1342, 60 USPQ2d 1423 (Fed. Cir. 2001); Helifix Ltd v. Blok-LoK Ltd., 208 F. 3d 1339, 54 
USPQ2d 1299 (Fed. Cir. 2000); Electro Medical Systems SA. v. Cooper Life Sciences, Inc., 34 
F.3d 1048, 32 USPQ2d 1017 (Fed. Cir. 1994). 

With respect to claims 3, 4, 13 and 14, now in independent form, Applicant submits that 
although Yen discloses to change a potential of a gate (load capacitance), this reference does not 
disclose to change a potential of a buffer circuit itself, as claimed. Therefore, the claimed 
invention, which recites the change of the potential of the buffer circuit itself, is different from 
what is disclosed in Yen. 

The above-described fundamental difference between the claimed invention and Yen 
undermines the factual determination that Yen identically describes the claimed invention within 
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the meaning 35 U.S.C. §102. Minnesota Mining & Manufacturing Co, v. Johnson & Johnson 
Orthopaedics Inc., 976 F.2d 1559, 24 USPQ2d 1321 (Fed. Cir. 1992); Kloster Speedsteel AB v. 
Crucible Inc., 793 F.2d 1565, 230 USPQ 81 (Fed. Cir. 1986). Applicant, therefore, submits that 
the imposed rejection of claims 3, 4, 13 and 14 under 35 U.S.C. § 102(e) for lack of novelty as 
evidenced by Yen is not factually viable and, hence, respectfully solicits withdrawal thereof. 

New claim 79. 

New claim 79 has been prepared based on allowed claim 10 and allowable claim 19. 
Therefore, Applicant respectfully solicits favorable consideration of new claim 79. 

Conclusion. 

It should, therefore, be apparent that the imposed rejections have been overcome and that 
all pending claims are in condition for immediate allowance. Favorable consideration is, 
therefore, respectfully solicited. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1 .136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
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including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 

Respectfully submitted, 
McDERMOTT WILL «& EMERY LLK 



600 13* Street, N.W. 
Washington, DC 20005-3096 
Phone: 202.756.8000 SAB:TT:lnm 
Facsimile: 202.756.8087 
Date: April 11, 2005 




X«Hnoki Tanida 

Recognition under 37''C.F.R. 10.9(b) 

Please recognize our Customer No. 20277 
as our correspondence address. 
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BEFORE THE OFFICE OF ENROLLMENT AND DISCIPLINE 
UNITED STATES PATENT AND TRADEMARK OFFICE 



LIMITED RECOGNITION UNDER 37 CFR § 10.9(b) 



Mr. Tomoki Tanida is hereby given limited recognition under 37 CFR § 10.9(b) as an employee of 
McDermott, Will & Emery to prepare and prosecute patent applications in which the patent 
applicant is the client of McDermott, Will & Emery and the attorney or agent of record in the 
applications is a registered practitioner who is a member of McDermott, Will & Emery. This limited 
recognition shall expire on the date appearing below, or when whichever of the following events 
first occurs prior to the date appearing below: (i) Mr. Tomoki Tanida ceases to lawfully reside in the 
United States, (ii) Mr. Tomoki Tanida's employment with McDermott, Will & Emery ceases or is 
terminated, or (iii) Mr. Tomoki Tanida ceases to remain or reside in the United States on an H-IB 
visa. 

This document constitutes proof of such recognition. The original of this document is on file in the 
Office of Enrollment and Discipline of the U.S. Patent and Trademark Office. 



Expires: June 1, 2006 




Harry L Moatz ''^^ 
Director of Enrollment and Discipline 



